REMARKS 

This application has been carefully reviewed in light of the Office Action 
dated April 15, 2003 (Paper No. 6). Claims 1 to 21 are in the application, of which Claims 
1, 9, 10 and 1 1 are the independent claims. The Abstract and Claims 1, 2 and 7 to 17 have 
been amended. Reconsideration and further examination are respectfully requested. 

Applicants submit herewith a copy of EP 606,287 cited in the September 
16, 2002 Information Disclosure Statement, a copy of which is enclosed herewith, together 
with the Form PTO-1449 submitted therewith. Applicants respectfully request the 
Examiner to initial the appropriate portion of the Form PTO-1449 to indicate that the 
reference has been considered and made formally of record. 

The specification of the present Application is being amended herein to 
include a reference to prior-filed Application No. 09/414,558 (hereinafter referred to as 
"Application '558"). 

As is stated in 66 Fed. Reg. 46409 at 4641 1 (copy enclosed): 

[i]f an applicant includes a claim to the benefit of a 
prior-filed nonprovisional application or international 
application designating the United States elsewhere in the 
application but not in the manner specified in [37 C.F.R.] § 
1.78(a)(2)(i) (i.e., if the claim is included in an unexecuted 
oath or declaration or the application transmittal letter) 
within the time period set forth in § 1.78(a)(2)(ii), the Office 
will not require a petition (and the surcharge under § 
1.1 7(t)) to correct the claim if the information concerning 
the claim contained elsewhere in the application was 
recognized by the Office as shown by its inclusion on a 
filing receipt." 
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Applicants referenced Application '558 in the papers submitted at the 
time of filing of the present Application. More particularly, the patent application 
transmittal form filed with the present Application (copy enclosed), contained a specific 
reference to Application f 558. This information was recognized by the Patent Office, as 
evidenced by inclusion of the information on the enclosed copy of the April 24, 2001 
Official Filing Receipt. 

Since a claim to the benefit of the prior- filed nonprovisional Application 
'558 was made in the application transmittal form filed with the present application within 
the time period set forth in § 1.78(a)(2)(ii), and the claim was recognized by the Patent 
Office as evidenced by the Official Filing Receipt, no petition is being filed with this 
Amendment. In addition, the specification is being amended herein to include the 
domestic claim information previously submitted in the patent transmittal form. 

Turning to the objection raised in the Office Action to the Abstract of the 
Invention, the Abstract is being amended herein, which is believed to obviate the objection 
thereto raised by the Office Action. The objections raised with respect to Claims 7 and 13 
to 17 are believed to be obviated by the claim amendments presented herein. 

By the Office Action, Claims 1, 2, 5, 6, 8 to 1 1 and 18 to 21 were 
rejected under 35 U.S.C. § 103(a) over U.S. Patent 6,249,644 (Inoue) and U.S. Patent 
5,845,160 (Patton), and Claims 3, 4, 7 and 12 to 17 were rejected over Inoue, Patton and 
U.S. Patent 5,761,485 (Munyan). 

The invention concerns a virtual image album system by which image 
data is accessible. The system uses a card with a substrate and a memory device. Indicia 
representing the image data is formed on the substrate and a memory device of the card's 
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substrate includes mapping data that associates a location of the indicia on the substrate 
with corresponding function data stored in the memory device. The card is inserted into a 
card reader which has a touch sensitive membrane arranged to overlay the card and through 
which the indicia is visible. When a user selects one of the indicia, the mapping 
information is used to associate the selected indicia with function information that is output 
by the reader so as to reference specific image data. 

By virtue of this arrangement, it is possible to access image data using 
indicia which represents the image data. Since the indicia is formed on the card's substrate 
and mapping data associates the location of the indicia and corresponding function data, 
the spatial distribution of the indicia on the card can be independent from the manner in 
which the images are stored. 

Turning to the specific language of the claims, Claim 1 defines a virtual 
image album system comprising a card and a card reader. The card comprises a substrate 
having a memory device associated therewith and indicia formed on the substrate and 
being representative of image data accessible via the card, the memory device including 
mapping data arranged to associate a location of the indicia on the substrate with 
corresponding function data stored in the memory device used to reference specific image 
data. The reader comprises a touch sensitive membrane arranged to overlay the card and 
through which the indicia are visible, the reader being adapted to output specific function 
data associated with a user selected one of the indicia and the corresponding the mapping 
data, thereby to reference specific the image data. 

Applicants submit that the applied art, namely Inoue and Patton, is not 
seen to teach or to suggest a memory device including mapping data arranged to associate a 
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location of indicia on a card's substrate with corresponding function data stored in the 
memory device, and a reader adapted to output specific function data associated with a user 
selected one of the indicia and the corresponding mapping data. 

It is conceded in the Office Action, at page 6, that Inoue fails to teach a 
card substrate having a memory device associated therewith, which includes mapping data, 
and function data associated with indicia of the card and the image data. 

Inoue is understood by Applicants to describe a remote controller 19 
having a convention touch pad with switches, and once an index print of the images is 
inserted into the remote controller 19, a user can select one of the switches based on the 
index print. (See col. 5, lines 52 to 54 and col. 7, lines 39 to 49 and col. 8, lines 36 to 42 of 
Inoue.) Nothing is understood by Applicants to teach or to suggest a memory device of a 
card substrate that includes mapping data associating a location of indicia on the card's 
substrate with function data stored in the memory device to reference specific image data. 

Patton is not seen by Applicants to remedy the deficiencies of Inoue, 
since Patton is not seen to teach or to suggest a memory device of a card substrate that 
includes mapping data that associates a location of indicia on a card's substrate with 
function data stored in the memory device to reference specific image data. 

At col. 5, lines 1 to 13, Patton is seen to describe that matching between 
the index print and a specific image requires a matching between image files and their 
respective imagette, which Patton is understood to accomplished using an image capture 
order. In other words, Patton is not seen to store mapping data that associates a location of 
indicia with function data stored in the memory device, but is rather seen to use a default 
ordering dictated by the order in which images are captured. 
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Finally, Applicants submit that in a review of Munyan it also was not 
seen to teach or to suggest the above features of Claim 1. 

Therefore, for at least the foregoing reasons, Claim 1 is believed to be in 
condition for allowance. Further, Applicants submit that Claims 10 and 1 1 are believed to 
be in condition for allowance for at least the same reasons. 

Claim 9 defines a control template for a virtual image album system, the 
template comprising an electronic card formed of a substrate having associated therewith a 
memory device, a plurality of indicia representative of image data disposed on the 
substrate, and function data and mapping data associated with the indicia stored within the 
memory device. 

Based on the discussion above, neither Inoue nor Patton is seen by 
Applicants to teach or to suggest storing mapping data within a memory device that 
associates a location of indicia with function data stored in the memory device. 
Accordingly, Claim 9 is believed to be patentable over the cited art. 

Dependent Claim 2 further defines at least one image store wherein at 
least a part of the image data corresponding to a selected one of the indicia is stored 
independent of a spatial distribution of the indicia on the card. 

Applicants submit that Inoue is seen to describe an index print which is 
an index of a film cartridge, and therefore the index print is seen to be arranged based on 
the order of the images captured on the film. (See col. 7, lines 44 to 45 of Inoue.) In 
addition and as discussed above, Patton is seen to rely on an order of image capture. Thus, 
both Inoue and Patton are seen to describe a dependence between the storage of image data 
and the spatial distribution of the indicia used to select the image data. 
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Thus, Applicants submit that neither Inoue nor Patton is seen to teach or 
to suggest at least one image store wherein at least a part of the image data corresponding 
to a selected one of the indicia is stored independent of a spatial distribution of the indicia 
on the card. Munyan is also not seen to teach or to suggest the above features of Claim 2. 

Accordingly, Applicants submit that Claim 2 is believed to be patenable 
over the applied art. 

The remaining claims are each dependent from the independent claims 
discussed above and are therefore believed patentable for the same reasons. Because each 
dependent claim is also deemed to define an additional aspect of the invention, however, 
the individual consideration of each on its own merits is respectfully requested. 

In view of the foregoing, the entire application is believed to be in 
condition for allowance, and such action is respectfully requested at the Examiner's earliest 
convenience. 

Applicants' undersigned attorney may be reached in our Costa Mesa, 
California office by telephone at (714) 540-8700. All correspondence should continue to 
be directed to our below-listed address. 
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Applicants* undersigned attorney may be reached in our Costa Mesa, 
California office at (714) 540-8700. All correspondence should continue to be directed to 
our below-listed address. 

Respectfully submitted, 



Attorney for Applicants 
Registration No. ^f/ ^QT) 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-2200 
Facsimile: (212) 218-2200 



CA MAIN 69819 v 1 
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Description 

[0001] The present invention relates to a method for 
customizing a device with a smart card by loading into 
the device reception frequencies or channels stored on 
that card. 



available is that the user or more often the installer will 
program the decoder. This operation is fastidious and 
consumes a lot of time. The inventive method offers a 
quick and flexible solution for personalizing intelligently 
5 a pay TV decoder or respective devices. In each pay TV 
receiver decoder with an access control based on a 
smart card there are the following components: 



Background 

[0002] New pay TV systems, e.g. the Videocrypt sys- 
tem, make use of smart cards which control the access 
to a respective decoder for de-scrambling the TV signal. 
EP-A-0428252 discloses a pay TV system including a 
smart card which serves for decryption and message 
display purposes. 

Invention 

[0003] It is one object of the invention to disclose a 
method of customization a pay TV decoder. This object 
is achieved by the method disclosed in claim 1 . 
[0004] In principle the inventive method consists in 
customizing a device 6 with a smart card 5, wherein a 
dedicated smart card is linked to a card reader 4 of said 
device and said device is also provided with memory 
means 1 , 3 and with processor unit means 2 connected 
to said memory means and to said card reader, and 
wherein said dedicated smart card 5 is provided with the 
following functions: 

presentation of a normalized answer to a 'reset' 
command; 

presentation of an application identifier to said de- 
vice 6; 

a procedure which transmits to said device 6 data 
contained in a table, said table containing different 
values for customization of said device 6, 

and said device 6 becomes customized automatically 
after said dedicated smart card 5 has been inserted to 
said card reader 4 by transmitting data from said smart 
card 5 to said device 6 and storing respective data in 
said memory means 1. 

[0005] Advantageous additional embodiments of the 
inventive method are resulting from the respective de- 
pendent claims. 

[0006] In principle the invention utilises processor unit 
means 2 which are connected to memory means 1 , 3 
and to a card reader 4 in which a smart card 5 is inserted, 
wherein data stored in said smart card 5 are transmitted 
to said card reader 4 and respective data become stored 
in said memory means 1. 

[0007] In order to be efficient in production, decoders 
have to be completely identical for the manufacturer. But 
each program provider would prefer specifically custom- 
ized decoders. For instance, in cable networks the cable 
operators will use different channel allocation depend- 
ing from the respective site. Currently the only solution 
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15 



a non-volatile memory, typically of EEPROM type, 
which memorizes several parameters, especially 
the channels' frequencies; 
a central processor unit (CPU); 
a ROM memory containing the application soft- 
ware; 

a card reader which allows the CPU to read from a 
smart card. 



[0008] Such a system is able to read any smart card 
responding to a predefined format. The invention uses 
20 a dedicated smart card in order to perform automatically 
a channel programming. 

Drawing 

25 [0009] Preferred embodiments of the invention will 
now be described with reference to the accompanying 
drawing: 

[0010] Fig. 1 shows a partial block diagram of an in- 
ventive pay TV decoder together with a smart card. 

30 

Preferred embodiments 

[0011] The smart card 5 in Fig. 1 contains (not depict- 
ed) a CPU, an interface and a memory with software 
35 which performs at least the following functions: 

presentation of a normalized answer to 'reset' (see 
ISO 7816-3); 

presentation of an application identifier to decoder 
40 6; 

procedure which transmits to decoder 6 the data 
contained in a table, for instance by using a dedi- 
cated instruction class (see ISO 7816-3 section 
8.2.1); 

45 - table containing the different values for customiza- 
tion. 

[0012] Pay TV decoder 6 contains a CPU 2, which is 
connected to a ROM 3, to an EEPROM memory 1 and 
50 to a card reader 4. Once the decoder 6 has identified 
the installer smart card, it will store the data received 
from smart card 5 inside memory 1 . After this operation 
the receiver part of decoder 6 (not depicted) will be cor- 
rectly programmed. This operation can be completely 
55 automatic and transparent or may be initiated by the in- 
staller. 

[0013] Smart card 1 can be dedicated to one config- 
uration. But if a card with larger memory is used it is 
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possible to use the same smart card 1 lor different con- 
figurations from the same program provider by changing 
a little bit the software stored in the smart card and in 
the decoder's program memory. If a procedure is added 
which allows to send to smart card 5 a reference, the 
card will be able to point to the corresponding table and 
down toad the right one. 

[001 4] I n case of cable networks it is possible to store 
in one card all the channel allocation tables for the dif- 
ferent sites belonging to the program provider. Thereby 
the intervention of the installer is reduced and the pro- 
gramming of the channels is efficient. 
If smart cards 5 with EEPROM memory are used, it ad- 
vantageously is possible to change at any moment the 
configuration of the network without changing the smart 
cards. Another advantage is that decoder 6 does not 
need to know which form the allocation table will have. 
The cable operator may change very easily its parame- 
ters (like raster) between adjacent channels. 
Obviously the installation time is reduced drastically. 
[001 5] Sometimes decoder 6 must be customized ac- 
cording to a customer configuration. If a video cassette 
recorder (VCR) is controlled from a pay TV decoder via 
an infra-red linkas described in EP-A-91 400989, decod- 
er 6 must store infra-red codes for this connection to the 
VCR. This codes, too, can be down loaded by a dedi- 
cated smart card 5. 

The installer may have a listing of all VCR types and a 
bunch of smart cards. If he has found the correct type, 
he inserts the right card and requests the right table to 
be downloaded. 

[0016] This invention can also be used for customiz- 
ing universal infra-red hand sets or other devices like 
TV's, VCR's or audio equipment. The remote control 
hand set can be programmed via an infra-red link be- 
tween the pay TV decoder and itself. 
[001 7] The hand set or device, respectively, itself also 
may include a smart card reader and be programmed in 
a direct way. Therefore it is possible that different man- 
ufacturers use the same hand set which will be pro- 
grammed by a specific smart card added from the re- 
spective manufacturer to the hand set. 
The hand set may also be programmed by any other 
device, e.g. TV receiver, audio amplifier, which contains 
a respective card reader. 

Instead of an infra-red link also other communication 
paths are possible, for instance temporary cable con- 
nections. 

Claims 

1 . Method for controlling, using a smart card (5), a pay 
TV decoder (6) which includes a smart card reader 
(4), memory means (1 , 3) and processor unit means 
(2) connected to said memory means and to said 
card reader, characterized in that in order to cus- 
tomize, in particular automatically, parameters of 



said pay TV decoder including a table or tables con- 
cerning local channel allocation, the following steps 
are carried out: 

5 - following insertion of an installer smart card (5) 
containing at least one frequency or channel 
number data table into said card reader, reset- 
ting said smart card by said pay TV decoder; 
following said reset by the pay TV decoder, au- 
to tomatically programming said pay TV decoder 
including storing data concerning reception fre- 
quencies or channel numbers from said table 
or tables into said memory means (1). 

is 2. Method according to claim 1, wherein one table 
from said smart card (5) is selected by sending a 
table reference from said pay TV decoder (6) to said 
smart card. 

20 3. Method according to claim 1 or 2, wherein in a VCR 
or receiver controlled from said pay TV decoder (6) 
by an infra-red link said frequencies or channel 
numbers are programmed automatically, too, and 
wherein respective IR code data are stored in said 

25 smart card (5) and transmitted via said pay TV de- 
coder to said VCR, or receiver, using said infra-red 
link. 

4. Method according to any of claims 1 to 3, wherein 
30 a programmable hand set is programmed by receiv- 
ing respective command code through an infra-red 
link from said pay TV decoder (6). 

5. Method according to any of claims 1 to 4, wherein 
35 said programming is performed in a menu-control- 
led way after said dedicated smart card (5) has 
been inserted into said card reader (4). 

6. Method according to any of claims 3 to 5, wherein 
AO instead of said infra-red link a cable connection is 

used. 

7. Method according to any of claims 1 to 6, wherein 
said smart card (5) is controlled using instructions 

45 according to the ISO 7816-3 standard. 

8. Method according to any of claims 1 to 6, wherein 
one parameter is the raster between adjacent chan- 
nels. 

50 

Patentanspruche 

1. Verfahren zum Steuern unter Verwendung einer 
55 Smart Card (5), eines Gebuhrenfernseh-Dekoders 
(6), der einen Smart Card-Leser (4) enthalt, Spei- 
chermilleln (1,3) und Prozessoreinheitsmilteln (2). 
die mit.den Speichermilteln und dcm Card-Leser 
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verbunden sind, 

dadurch gekennzeichnet, daR 

zur individuellen, vorzugsweise automatischen An- 

passung der Parameter des Gebuhrenfernseh-De- 

koders, der eine Tabelle Oder Tabellen fur die ortli- 5 

che Kanalzuordnung enthalt, die folgenden Schritte 

durchgefuhrt werden: . 

auf die Einfuhrung einer Einrichter-Smart Card 
(5), die wenigstens eine Tabelle mit Daten uber 10 
eine Frequenz- Oder Kanalnummer enthalt, in 
den Card-Leser die Smart Card durch den Ge- 
buhrenfernseh-Dekoder zuruckgesetzt wird, 
auf das Rucksetzen durch den Gebuhrenfern- 
seh-Dekoder folgt automatisch eine Program- 'S 
mierung des Gebuhrenfernseh-Dekoders ein- 
schlieGlich einer Speicherung von Daten, die 
Empfangsfrequenzen Oder Kanalnummern 
entsprechen, von der Tabelle oderden Tabellen 
in die Speichermittel (1). 20 

2. Verfahren nach Anspruch 1, wobei eine Tabelle 
durch Senden einer Tabellen-Referenz von dem 
Gebuhrenfernseh-Dekoder (6) zu dem Smart Card- 
Leser von der Smart Card (5) ausgewahlt wird. 

3. Verfahren nach Anspruch 1 oder 2 , wobei in einem 
Videorekorder oder einem Empfanger, der von dem 
Gebuhrenfernseh-Dekoder (6) uber eine Infrarot- 
Strecke gesteuert wird, die Frequenzen oder Kanal- 30 
nummern ebenfalls automatisch programmiert wer- 
den, und wobei jeweilige Daten fur einen Infrarot- 
Kode in der Smart Card (5) gespeichert und Ober 
den Gebuhrenfernseh-Dekoder zu dem Videore- 
korder oder dem Empfanger unter Verwendung der 35 
Inlrarot-Strecke ubertragen werden. 

4. Verfahren nach einem der Anspruche 1 bis 3, wobei 
eineprogrammierbare Handeinheit durch Empfang 
eines entsprechenden Steuercodes uber eine Infra- *o 
rot-Strecke von dem Gebuhrenfernseh-Dekoder (6) 
programmiert wird. 

5. Verfahren nach einem der Anspruche 1 bis 4, wobei 

die Programmierung in einer Menu-gesteuerten 45 
Weise eriolgt, nachdem die dafur gewidmete Smart 
Card (5) in den Card-Leser (4) eingefuhrt worden 
ist. 

6. Verfahren nach einem der Anspruche 3 bis 5, wobei so 
anstelle der infrarot-Strecke eine Kabelverbindung 
verwendet wird. 

7. Verfahren nach einem der Anspruche 1 bis 6, wobei 

die Smart Card (5) unter Anwendung von Instruk- 55 
tionen gemafB dem Standard ISO 7816-3 gesteuert 
wird. 



8. Verfahren nach einem der Anspruche 1 bis 6, wobei 
ein Parameter das Raster zwischen aneinanderlie- 
genden Kanalen ist. 

Revendications 

1. Proced6 pour commander, en utilisant une carte a 
puce (5), un decodeur de television a peage (6) qui 
comporte un lecteur de carte a puce (4), des 
moyens-memoire (1, 3) et un processeur (2) con- 
nects auxdits moyens-memoire et au dit lecteur de 
cartes, caracterise en ce que, afin de personnaliser, 
en particulier, automatiquement, des parametres 
dudit decodeur de television a peage, comportant 
une ou des tables concernant I'allocation du canal 
local, les etapes suivantes sont realisees : 

apres I'insertion d'une carte a puce d'installa- 
teur (5) contenant au moins une table de don- 
nees de frequence ou de numero de canal dans 
ledit lecteur de cartes, remise a zero de ladite 
carte a puce par ledit lecteur de television a 
peage ; 

apres ladite remise a zero par le decodeur de 
television a peage, programmation automati- 
que dudit decodeur de television a peage in- 
cluant le stockage de donnees concernant les 
frequences de reception ou numero de canaux 
a partirde ladite ou desdites tables dans ladite 
memoire (1). 

2. Procede seton la revendication 1, dans lequel une 
table provenant de la carte a puce (5) est choisie 
en envoyant une reference de table a partir du de- 
codeur de television a peage (6) vers ladite carte a 
puce. 

3. Procede selon la revendication 1 ou 2, dans lequel 
dans un VCR ou recepteur controle a partir du de- 
codeur de television a peage (6) par une connexion 
infrarouge, lesdites frequences ou numeros de ca- 
naux sont aussi programmes automatiquement, et 
dans lequel des donnees de codes IR respeclifs 
sont stockees dans ladite carte a puce (5) et trans- 
mises a travers le decodeur de television a peage 
au VCR, ou recepteur, en utilisant ladite connexion 
infrarouge. 

4. Procede selon I'une des revendications 1 a 3, dans 
lequel une telecommande programmable est pro- 
grammee en recevant des codes de commande 
respeclifs a travers une connexion infrarouge a par- 
tir du decodeur de television a peage (6). 

5. Procede selon I'une des revendications 1 a 4. dans 
lequel ladite programmation est effectuee de ma- 
niere controlee par menu apres qu'une carte a puce 
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dediee ait ete inseree dans le lecteur de cartes a 
puce (4). 

Procede seton Tune des revendications 3 a 5, dans 
lequet a la place d'une connexion inf rarouge, on uti- 5 
lise une connexion par cable. 

Procede selon Tune des revendications 1 a 6, dans 
lequel ladite carte a puce (5) est controlee en utili- 
sant des instructions selon la norme ISO 781 6-3. ic 

Procede selon Tune quelconquedes revendications 
1 a 6, dans lequel un parametre est la difference de 
frequence entre canaux adjacents. 
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regulations to reflect its current agency 
structure due to recent reorganizations. 
DATES: Submit comments on or before 
November 5, 2001. 
ADDRESSES: Address any comments 
concerning the proposed rule to the 
Secretary to the Board, Railroad 
Retirement Board, 844 North Rush 
Street, Chicago, Illinois 60611-2092. 
FOR FURTHER INFORMATION CONTACT: 
Marguerite P. Dadabo, Assistant General 
Counsel, (312)751-4945, TDD (312)751- 
4701. 

SUPPLEMENTARY INFORMATION: Part 200 of 
the Board's regulations deals with 
general administration of the Board. The 
Board proposes to amend § 200.1 
dealing with the designation of central 
and field offices to reflect current 
agency structure due to recent 
reorganizations. 

The Board, with the concurrence of 
the Office of Management and Budget, 
has determined that this is not a 
significant regulatory action under 
Executive Order 12866. Therefore, no 
regulatory impact analysis is required. 
There are no information collections 
associated with this rule. 

List of Subjects in 20 CFR Part 200 

Organization and functions 
(Government agencies), Railroad 
retirement. 

For the reasons set out in the 
preamble, the Railroad Retirement 
Board proposes to amend 20 CFR part 
200 as follows: 

PART 200— GENERAL 
ADMINISTRATION 

1. The authority citation for part 200 
continues to read as follows: 

Authority: 45 U.S.C. 231f(b)(5) and 45 
U.S.C. 362; § 200.4 also issued under 5 U.S.C. 
552; § 200.5 also issued under 5 U.S.C. 552a; 
§ 200.6 also issued under 5 U.S.C. 552b; and 
§ 200.7 also issued under 31 U.S.C. 3717. 

2. Section 200.1 is amended by 
revising paragraphs (a)(4), (b)(1), and 
(b)(2) to read as follows: 

§ 200.1 Designation of central and field 
organization. 

(a) * * * 

(4) The headquarters of the Board is 
in Chicago, Illinois, at 844 North Rush 
Street. The Board maintains numerous 
district offices across the country in 
localities easily accessible to large 
numbers of railroad workers, in addition 
to three regional offices located in 
Atlanta, Georgia; Denver, Colorado; and, 
Philadelphia, Pennsylvania. 

(b) In tern al organiza Hon . ( 1 ) 
Reporting directly to the Board 
Members is the six member Executive 



Committee. The Executive Committee is 
comprised of the General Counsel, who 
also serves as the Senior Executive 
Officer, the Director of Administration, 
the Director of Programs, the Chief 
Financial Officer, the Chief Information 
Officer, and the Chief Actuary. 

(2) The Executive Committee is 
responsible for the day to day 
operations of the agency. The Senior 
Executive Officer is responsible for 
direction and oversight of the Executive 
Committee. The General Counsel is 
responsible for advising the Board 
Members on major issues, interpreting 
the Acts and regulations administered 
by the Board, drafting and analyzing 
legislation, and planning, directing, and 
coordinating the work of the Office of 
General Counsel, the Bureau of Hearings 
and Appeals, and the Office of 
Legislative Affairs through their 
respective directors, and the Office of 
Secretary to the Board. The Director of 
Programs is responsible for managing, 
coordinating, and controlling the 
program operations of the agency which 
carry out provisions of the Railroad 
Retirement and Railroad Unemployment 
Insurance Acts. The Director of 
Administration is responsible for 
managing, coordinating, and controlling 
certain administrative operations of the 
Board including the Bureau of Supply 
and Service, the Bureau of Human 
Resources, the Office of Public Affairs, 
and the Office of Equal Opportunity. 
The Chief Financial Officer is 
responsible for the financial 
management of the agency, and the 
Chief Information Officer is responsible 
for coordinating the agency's 
information resources management 
program. The Board's Chief Actuary is 
responsible for the actuarial program of 
the Board. The Chief Actuary is a non- 
voting member of the Executive 
Committee. 

Dated: August 27, 2001. 

By Authority of the Board. 
Beatrice Ezerski, 
Secretary to the Board. 
[FR Doc. 01-22271 Filed 9-4-01; 8:45 am] 
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DEPARTMENT OF COMMERCE 

United Stat s Patent and Trademark 
Office 

37 CFR Part 1 

[Docket No.: 010815207-1207-01] 
RIN0651-AB41 

Requirements for Claiming the Benefit 
of Prior-Filed Applications Under 
Eighteen-Month Publication of Patent 
Applications 

AGENCY: United States Patent and 
Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 

SUMMARY: In implementing the 
provisions of the American Inventors 
Protection Act of 1999 related to the 
eighteen-month publication of patent 
applications, the United States Patent 
and Trademark Office (Office) revised 
the rules of practice related to 
requirements for claiming the benefit of 
a prior-filed application. The Office is 
now proposing to revise the time period 
for claiming the benefit of a prior-filed 
application in an application filed 
under the Patent Cooperation Treaty 
(PCT), revise the time period for filing 
an English language translation of a 
non-English language provisional 
application, and make other technical 
corrections to the rules of practice 
related to eighteen-month publication. 
The Office is also proposing to make 
permanent a temporary rule that 
amends the rules of practice to include 
the current statutory provisions that 
define when national stage 
commencement occurs in an application 
filed under the PCT. 
DATES: To be ensured of consideration, 
written comments must be received on 
or before October 5, 2001. No public 
hearing will be held. 
ADDRESSES: Comments should be sent 
by electronic mail message over the 
Internet addressed to 
AB41comments@uspto.gov. Comments 
may also be submitted by mail 
addressed to: Box Comments — Patents, 
Commissioner for Patents, Washington, 
DC 20231, or by facsimile to (703) 872- 
9399, marked to the attention of Robert 
A. Clarke. Although comments may be 
submitted by mail or facsimile, the 
Office prefers to receive comments via 
the Internet. If comments are submitted 
by mail, the Office prefers that the 
comments be submitted on a DOS 
formatted 3 Vz inch disk accompanied 
by a paper copy. 

The comments will be available for 
public inspection at the Office of the 
Commissioner for Patents, located in 
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Crystal Park 2, Suite 910, 2121 Crystal 
Drive, Arlington, Virginia, and will be 
available through anonymous file 
transfer protocol (ftp) via the Internet 
(address: http://www.uspto.gov). Since 
comments will be made available for 
public inspection, information that is 
not desired to be made public, such as 
an address or phone number, should not 
be included in the comments. 
FOR FURTHER INFORMATION CONTACT: 
Robert A. Clarke or Joni Y. Chang, Legal 
Advisors, Office of Patent Legal 
Administration, by telephone at (703) 
308-6906, or by mail addressed to: Box 
Comments — Patents, Commissioner for 
Patents, Washington, DC 20231, or by 
facsimile to (703) 872-9399, marked to 
the attention of Robert A. Clarke. 
SUPPLEMENTARY INFORMATION: The 
American Inventors Protection Act of 
1999 was enacted into law on November 
29, 1999, See Public Law 106-113, 113 
Stat. 1501, 1501A-552 through 1501A- 
591 (1999). The American Inventors 
Protection Act of 1999 contained a 
number of changes to title 35, United 
States Code, including provisions for 
the publication of pending applications 
for patent, with certain exceptions, 
promptly after the expiration of a period 
of eighteen months from the earliest 
filing date for which a benefit is sought 
under title 35, United States Code 
("eighteen-month publication"). The 
Office implemented the eighteen-month 
publication provisions of the American 
Inventors Protection Act of 1999 in a 
final rule published in September of 
2000. See Changes to Implement 
Eighteen-Month Publication of Patent 
Applications, 65 FR 57023 (Sept. 20, 
2000), 1239 Off. Gaz. Pat Office 63 (Oct. 
10, 2000) (final rule). 

Section 4503(b) of the American 
Inventors Protection Act of 1999 
amended 35 U.S.C. 119(e) and 120 to 
provide that no application shall be 
entitled to the benefit of a prior-filed 
application unless an amendment 
containing the specific reference to the 
prior-filed application is submitted at 
such time during the pendency of the 
application as required by the Office. 
Section 4503(b) of the American 
Inventors Protection Act of 1999 also 
amended 35 U.S.C. 119(e) and 120 to 
permit the Office to establish 
procedures for accepting an 
unintentionally delayed claim for the 
benefit of a prior-filed application. This 
notice proposes to amend 37 CFR 1.78 
to: (1) Clarify the, requirements for 
claiming the benefit of a prior-filed 
application in an application filed 
under the PCT; and (2) revise the time 
period and requirements for filing an 
English language translation of a non- 



English language provisional 
application. 

35 U.S.C. 371(b) currently sets forth 
the time period for commencement of 
the national stage in an application filed 
under the PCT. Due to a possible 
statutory revision of 35 U.S.C. 371(b) to 
provide that the time period for 
commencement of the national stage 
will be set forth in the regulations, the 
Office is amending § 1.491 such that the 
regulations set forth the current 
language of 35 U.S.C. 371(b) (as 
amended by Pub. L. 99-616, section 
7(b), 100 Stat. 3485, 3485 (1986)) that 
defines when national stage 
commencement occurs. Certain U.S. 
statutes and regulations provide for 
requirements that are tied to the date of 
national stage "commencement" (e.g., 
the date of national stage 
commencement is relevant to the due 
date for the national fee, an oath or 
declaration, and any required 
translation of the international 
application or amendments under PCT 
Article 19 (35 U.S.C. 371(d)), and in 
determining whether patentees are 
entitled to a patent term adjustment 
pursuant to 35 U.S.C. 154(b)(1)(B) (37 
CFR 1.702(b))). Therefore, it is 
important that the regulations provide 
for a date of commencement of the 
national stage as to the United States in 
advance of any statutory revision to 35 
U.S.C. 371(b). 

Discussion of Specific Rules 

Title 37 of the Code of Federal 
Regulations, Part 1, is proposed to be 
amended as follows: 

Section 1.78 

Section 1.78(a)(1) is proposed to be 
amended to make its provisions 
applicable to international applications 
designating the United States of 
America. The phrase "nonprovisional 
application" as used in the rules of 
practice means either an application 
filed under 35 U.S.C. 111(a) or an 
international application filed under 35 
U.S.C. 363 that entered the national 
stage after compliance with 35 U.S.C. 
371. See § 1.9(a)(3). Thus, provisions 
which apply only to a nonprovisional 
application (e.g., the requirement in 
§ 1.78(a) (2) (iii) for a specific reference in 
an application data sheet (§ 1.76) or the 
specification) do not apply to any 
international application that does not 
enter national stage processing under 35 
U.S.C. 371. The specific reference 
requirements of 35 U.S.C. 119(e) and 
120 are met in such an international 
application by a specific reference to the 
prior-filed application in the 
international application papers (e.g., in 
the Request (PCT Rule 4.10 and 



§ 1.434(d)(2)), or a correction or addition 
in accordance with PCT Rule 26bis). 

Section 1.78(a)(2) is proposed to be 
amended to place its provisions in 
separate paragraphs (a)(2)(i) through 
(a)(2)(iv) for clarity. Sections 1.78(a)(2) 
is also proposed to be amended to also 
make its provisions applicable to 
international applications designating 
the United States of America, and to set 
forth the time period for making a claim 
(providing the specific reference 
required by § 1.78(a)(2)(i)) for both an 
application filed under 35 U.S.C. 111(a) 
and an international application 
designating the United States of 
America which entered the national 
stage after compliance with 35 U.S.C. 
371. 

Specifically, if the later-filed 
application is an application filed under 
35 U.S.C. 111(a), the specific reference 
required by § 1.78(a)(2)(i) must be 
submitted within the later of four 
months from the actual filing date of the 
later-filed application or sixteen months 
from the filing date of the prior 
application. If, however, the later-filed 
application is a nonprovisional 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, the 
specific reference required by 
§ 1.78(a)(2)(i) must be submitted within 
the later of four months from the date 
on which the national stage commenced 
under 35 U.S.C, 371(b) or (f) or sixteen 
months from the filing date of the prior 
application. This reference must, in any 
event, be submitted during the 
pendency of the later-filed application. 
The provisions relating to an 
application filed under 35 U.S.C, 111(a) 
do not change the time period for 
submitting a specific reference in such 
applications. The provisions relating to 
an international application designating 
the United States of America which 
entered the national stage after 
compliance with 35 U.S.C. 371, 
however, do change the time period for 
submitting a specific reference in such 
applications in that the four-month 
period is measured from the date on 
which the national stage commenced 
under 35 U.S.C. 371(b) or (f) rather than 
the actual filing date of the international 
application under 35 U.S.C. 363. 

Section 1.78(a)(2) is also amended to 
eliminate the requirement that if the 
application claims the benefit of an 
international application, the first 
sentence of the specification must 
include an indication of whether the 
international application was published 
under PCT Article 21(2) in English. The 
Office is eliminating this requirement 
because: (1) The Office will not delay 
publication of the application if this 
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requirement is not met; and (2) this 
information can be obtained from other 
sources (e.g., the language of publication 
can usually be determined by the 
country of origin of the international 
application). 

Section 1.78(a)(2) is also amended to 
change the sentence "(t)he identification 
of an application by application number 
under this section is the specific 
reference required by 35 U.S.C. 120 to 
every application assigned that 
application number" to "(t)he 
identification of an application by 
application number under this section is 
the identification of every application 
assigned that application number 
necessary for a specific reference 
required by 35 U.S.C. 120 to every such 
application assigned that application 
number." This change clarifies that the 
other provisions of § 1.78(a)(2) (e.g., that 
the claim be in the application data 
sheet or the first sentence of the 
specification) remain applicable when 
an application under § 1.53(b) claims 
the benefit under 35 U.S.C. 120 of a 
continued prosecution application filed 
under § 1.53(d). See Changes to Patent 
Practice and Procedure, 62 FR 53131, 
53144 (Oct 10, 1997), 1203 Off. Gaz. 
Pat. Office 63, 73 (Oct. 21, 1997) (final 
rule). 

Section 1.78(a)(3) is proposed to be 
amended to change "nonprovisional 
application" to "application," and 
change "paragraph (a)(2)" to paragraph 
"(a)(2)(ii)" for consistency with the 
changes to § 1.78(a)(2). 

Section 1.78(a)(3) provides that if the 
reference required by 35 U.S.C. 120 and 
§ 1.78(a)(2) of this section is presented 
in an application after the time period 
provided by § 1, 78(a)(2)(H), the claim 
under 35 U.S.C. 120, 121, or 365(c) for 
the benefit of a prior-filed copending 
nonprovisional application or 
international application designating 
the United States may be accepted if the 
applicant files a petition to accept the 
delayed claim that is accompanied by: 
(1) The surcharge set forth in § 1.17(t); 
and (2) a statement that the entire delay 
between the date the claim was due 
under § 1.78(a)(2)(ii) and the date the 
claim was filed was unintentional. 

If an applicant includes a claim to the 
benefit of a prior-filed nonprovisional 
application or international application 
designating the United States elsewhere 
in the application but not in the manner 
specified in § 1.78(a)(2)(i) (e.g., if the 
claim is included in an unexecuted oath 
or declaration or the application 
transmittal letter) within the time period 
set forth in § 1.78(a)(2)(ii), the Office 
will not require a petition (and the 
surcharge under § 1.17 (t)) to correct the 
claim if the information concerning the 



claim contained elsewhere in the 
application was recognized by the 
Office as shown by its inclusion on a 
filing receipt. This is because the 
application will have been scheduled 
for publication on the basis of the 
information concerning the claim 
contained elsewhere in the application 
within the time period set forth in 
§ 1.78(a)(2)(h). If, however, an applicant 
includes such a claim elsewhere in the 
application and not in the manner 
specified in § 1.78(a)(2)(i), and the claim 
is not recognized by the Office as shown 
by its absence on a filing receipt (e.g., 
if the claim is in a part of the 
application where priority or continuity 
claims are not conventionally located, 
such as the body of the specification), 
the Office will require a petition (and 
the surcharge under § 1.17(t)) to correct 
such claim. This is because the 
application will not have been 
scheduled for publication on the basis 
of the information concerning the claim 
contained elsewhere in the application. 

Section 1.78(a)(4) is proposed to be 
amended to make its provisions 
applicable to international applications 
designating the United States of 
America. 

Section 1.78(a)(5) is proposed to be 
amended to place its provisions in 
separate paragraphs (a)(5)(i) through 
(a)(5)(iv) for clarity. Section 1.78(a)(5) is 
also proposed to be amended to: (1) 
Make its provisions applicable to 
international applications designating 
the United States of America; (2) set 
forth the time period for making a claim 
(providing the specific reference 
required by § 1.78(a)(5)) for both an 
application filed under 35 U.S.C. 111(a) 
and an international application 
designating the United States of 
America which entered the national 
stage after compliance with 35 U.S.C. 
371; and (3) change the time period and 
requirements for filing an English 
language translation of a non-English 
language provisional application, 

Specifically, if the later-filed 
application is an application filed under 
35 U.S.C. 111(a), the specific reference 
required by § 1.78(a)(5)(i) must be 
submitted within the later of four 
months from the actual filing date of the 
later-filed application or sixteen months 
from the filing date of the prior 
application. If, however, the later-filed 
application is a nonprovisional 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, the 
specific reference required by 
§ 1.78(a)(5)(i) must be submitted within 
the later of four months from the date 
on which the national stage commenced 
under 35 U.S.C. 371(b) or (f) or sixteen 



months from the filing date of the prior 
application. This reference must, in any 
event, be submitted during the 
pendency of the later-filed application. 
The provisions relating to an 
application filed under 35 U.S.C. 111(a) 
do not change the time period for 
submitting a specific reference in such 
applications. The provisions relating to 
an international application designating 
the United States of America which 
entered the national stage after 
compliance with 35 U.S.C. 371, 
however, do change the time period for 
submitting a specific reference in such 
applications in that the four-month 
period is measured from the date on 
which the national stage commenced 
under 35 U.S.C. 371(b) or (f) rather than 
the actual filing date of the international 
application under 35 U.S.C. 363. 

Section 1.78(a)(5) is also proposed to 
be amended to provide that if a 
provisional application was filed in a 
language other than English and an 
English-language translation of the 
provisional application and a statement 
that the translation is accurate were not 
previously filed in the provisional 
application or the nonprovisional 
application, applicant will be notified 
and given a period of time within which 
to file an English-language translation of 
the non-English-language provisional 
application and a statement that the 
translation is accurate to avoid 
abandonment of the nonprovisional 
application. Thus, § 1.78(a)(5) will no 
longer provide that if a provisional 
application was filed in a language other 
than English, a claim to the benefit of 
such provisional application is waived 
if an English language translation of a 
non-English language provisional 
application is not submitted within the 
later of four months from the actual 
filing date of the nonprovisional 
application or sixteen months from the 
filing date of the prior provisional 
application. In the event that the Office 
schedules for publication an application 
that claims the benefit of a provisional 
application filed in a language other 
than English without issuing a notice 
requiring the applicant to file English- 
language translation of the non-English- 
language provisional application, the 
applicant should file the English- 
language translation of the non-English- 
language provisional application and a 
statement that the translation is accurate 
before the scheduled publication date. 
This change to § 1.78(a)(5) will also 
allow applicant to file an English- 
language translation of a non-English 
language provisional application either 
in the provisional application or in each 
nonprovisional application that claims 
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the benefit of the provisional 
application. 

Section 1.78(a)(5) is also proposed to 
be amended to delete the term 
"copending," as 35 U.S.Q 119(e) no 
longer requires copendency between a 
nonprovisional application and a 
provisional application for the 
nonprovisional application to claim the 
benefit of the filing date of the 
provisional application under 35 U.S.C. 
119(e). 35 U.S.C. 119(e)(1) continues to 
require that any nonprovisional 
application claiming the benefit of a 
provisional application be filed within 
twelve months after the filing date of the 
provisional application (or the next 
succeeding business day if the date that 
is twelve months after the filing date of 
the provisional application falls on a 
Saturday, Sunday, or Federal holiday). 
See Request for Continued Examination 
Practice and Changes to Provisional 
Application Practice, 65 FR 50092, 
50098 (Aug. 16, 2000), 1238 Off. Gaz. 
Pat Office 13, 18-19 (Sept. 5, 2000) 
(final rule) (comment 2 and response). 

Section 1.78(a)(6) provides that if the 
reference required by 35 U.S.C. 119(e) 
and paragraph (a)(5) of this section is 
presented in an application after the 
time period provided by § 1.78(a)(5)(ii), 
the claim under 35 U.S.C, 119(e) for the 
benefit of a prior-filed provisional 
application may be accepted if the 
applicant files a petition to accept the 
delayed claim that is accompanied by: 
(1) The surcharge set forth in § 1.17(t); 
and (2) a statement that the entire delay 
between the date the claim was due 
under § 1.78(a)(5)(h) and the date the 
claim was filed was unintentional. 

If an applicant includes a claim to the 
benefit of a prior-filed provisional 
application elsewhere in the application 
but not in the manner specified in 
§ 1.78(a)(5)(i) (e.g., if the claim is 
included in an unexecuted oath or 
declaration or the application 
transmittal letter) within the time period 
set forth in § 1.78(a)(5)(ii), the Office 
will not require a petition (and the 
surcharge under § 1.1 7(t)) to correct the 
claim if the information concerning the 
claim contained elsewhere in the 
application was recognized by the 
Office as shown by its inclusion on a 
filing receipt. This is because the 
application will have been scheduled 
for publication on the basis of the 
information concerning the claim 
contained elsewhere in the application 
within the time period set forth in 
§ 1.78(a)(5)(ii). If, however, an applicant 
includes such a claim elsewhere in the 
application and not in the manner 
specified in § 1.78(a)(5)(i), and the claim 
is not recognized by the Office as shown 
by its absence on a filing receipt (e.g., 



if the claim is in a part of the 
application where priority or continuity 
claims are not conventionally located, 
such as the body of the specification), 
the Office will require a petition (and 
the surcharge under § 1.1 7(t)) to correct 
such claim. This is because the 
application will not have been 
scheduled for publication on the basis 
of the information concerning the claim 
contained elsewhere in the application. 

Section 1.311 

Section 1.311(a) is proposed to be 
amended to correct the parenthetical 
reference to "(§ 1.211(f))" to 
"(§ 1.211(e))." 

Section 1.434 

Section 1.434(d)(2) is proposed to be 
amended by deleting the term 
"copending," as the prior national 
application may be a provisional 
application and 35 U.S.C. 119(e) no 
longer requires copendency for a 
nonprovisional application to claim the 
benefit of the filing date of a provisional 
application under 35 U.S.C. 119(e), 

Section 1.491 

Section 1.491 is proposed to be 
amended to define both commencement 
of the national stage and entry into the 
national stage. Because these two events 
(commencement of the national stage 
and entry into the national stage) may 
not take place at the same time, the 
Office is amending § 1.491 to clarify 
when each of these two events takes 
place. Section 1.491(a) specifically 
indicates that, subject to 35 U.S.C. 
371(f), the national stage shall 
commence with the expiration of the 
applicable time limit under PCT Article 
22(1) or (2), or under PCT Article 
39(l)(a). Thus, § 1.491(a) merely 
incorporates the statutory language 
contained in 35 U.S.C. 371(b) (as 
amended by Pub. L. 99-616, § 7(b), 100 
Stat. 3485, 3485 (1986)). Section 
1.491(b) contains the provisions of 
former § 1.491, and provides that an 
international application enters the 
national stage when the applicant has 
filed the documents and fees required 
by 35 U.S.C. 371(c) within the period set 
in §1.494 or §1.495. 

On August 30, 2001, the Office 
published a temporary rule that amends 
§ 1,491 to define both commencement of 
the national stage and entry into the 
national stage in the manner discussed 
above. This notice proposes to make the 
amendment to § 1.491 in that temporary 
rule permanent. 



Classification 

A dministra tive Proced ure Act 

The changes proposed in this notice 
concern only the procedures for filing 
claims for the benefit of a prior-filed 
application under 35 U.S.C. 119(e) or 
120, the procedures for filing an English 
language translation of a non-English 
language provisional application, and 
technical corrections to the provisions 
of §§1.78, 1.311, 1.434, and 1.491. 
Because all of the changes relate to 
Office practices and procedures, prior 
notice and an opportunity for public 
comment are not required pursuant to 5 
U.S.C. 553(b)(A) (or any other law). 
However, because the Office desires the 
benefit of public comment on this topic, 
the Office is voluntarily accepting 
comments. 

Regulatory Flexibility Act 

As prior notice and an opportunity for 
public comment are not required 
pursuant to 5 U.S.C. 553 (or any other 
law), an initial regulatory flexibility 
analysis under the Regulatory 
Flexibility Act (5 U.S.C, 601 et seq.) is 
not required. See 5 U.S.C. 603. 

Executive Order 13132 

This rulemaking does not contain 
policies with federalism implications 
sufficient to warrant preparation of a 
Federalism Assessment under Executive 
Order 13132 (Aug. 4, 1999). 

Executive Order 12866 

This rulemaking has been determined 
to be not significant for purposes of 
Executive Order 12866 (Sept, 30, 1993). 

Paperwork Reduction Act 

This notice involves information 
collection requirements that are subject 
to review by the Office of Management 
and Budget (OMB) under the Paperwork 
Reduction Act of 1995 (44 U.S.C. 3501 
et seq.). The collections of information 
involved in this notice have been 
reviewed and previously approved by 
OMB under the following control 
numbers: 0651-0021, 0651-0031, 0651- 
0032, and 0651-0033, The Office is not 
resubmitting information collection 
packages to OMB for its review and 
approval because the changes in this 
notice do not affect the information 
collection requirements associated with 
the information collections under these 
OMB control numbers. 

The title, description and respondent 
description of each of the information 
collections are shown below with an 
estimate of each of the annual reporting 
burdens. Included in each estimate is 
the time for reviewing instructions, 
gathering and maintaining the data 
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needed, and completing and reviewing 
the collection of information. 

OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/ 
134/144, PTO-1382, PCT/IPEA/401, 
PCT/IB/328. 

Type of Review: Regular submission 
(approved through December of 2003). 

Affected Public: Individuals or 
Households, Business or Other For- 
Profit Institutions, Federal Agencies or 
Employees, Not-for-Profit Institutions, 
Small Businesses or Organizations. 

Estimated Number of Respondents: 
331,288. 

Estimated Time Per Response: 
Between 15 minutes and 4 hours. 

Estimated Total Annual Burden 
Hours: 401,083. 

Needs and Uses: The information 
collected is required by the Patent 
Cooperation Treaty (PCT). The general 
purpose of the PCT is to simplify the 
filing of patent applications on the same 
invention in different countries. It 
provides for a centralized filing 
procedure and a standardized 
application format. 

OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/21-27/ 
30/31/35/36/42/43/61/62/63/64/67/68/ 
91/92/96/97. 

Type of Review: Regular submission 
(approved through October of 2002). 

Affected Public: Individuals or 
households, business or other for-profit 
institutions, not-for-profit institutions 
and Federal Government. 

Estimated Number of Respondents: 
2,247,389. 

Estimated Time Per Response: 0.45 
hours. 

Estimated Total Annual Burden 
Hours: 1,021,941 hours. 

Needs and Uses: During the 
processing of an application for a 
patent, the applicant/agent may be 
required or desire to submit additional 
information to the United States Patent 
and Trademark Office concerning the 
examination of a specific application. 
The specific information required or 
which may be submitted includes: 
Information Disclosure Statements; 
Terminal Disclaimers; Petitions to 
Revive; Express Abandonments; Appeal 
Notices; Petitions for Access; Powers to 
Inspect; Certificates of Mailing or 
Transmission; Statements under 
§ 3.73(b); Amendments; Petitions and 
their Transmittal Letters; and Deposit 
Account Order Forms. 

OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/ 
13PCT/17-19/29/101-110. 

Type of Review: Regular submission 
(approved through October of 2002). 



Affected Public: Individuals or 
households, business or other for-profit 
institutions, not-for-profit institutions 
and Federal Government. 

Estimated Number of Respondents: 
319,350. 

Estimated Time Per Response: 9.35 
hours. 

Estimated Total Annual Burden 
Hours: 2,984,360 hours. 

Needs and Uses: The purpose of this 
information collection is to permit the 
Office to determine whether an 
application meets the criteria set forth 
in the patent statute and regulations. 
The standard Fee Transmittal form, New 
Utility Patent Application Transmittal 
form, New Design Patent Application 
Transmittal form, New Plant Patent 
Application Transmittal form, 
Declaration, and Plant Patent 
Application Declaration will assist 
applicants in complying with the 
requirements of the patent statute and 
regulations, and will further assist the 
Office in the processing and 
examination of the application. 

OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/1 3/14/44/ 
50-57; PTOL-85b. 

Type of Review: Regular submission 
(approved through September of 2000). 

Affected Public: Individuals or 
households, business or other for-profit 
institutions, not-for-profit institutions 
and Federal Government. 

Estimated Number of Respondents: 
135,250. 

Estimated Time Per Response: 0.325 
hour, 

Estimated Total Annual Burden 
Hours: 43,893 hours. 

Needs and Uses: This collection of 
information is required to administer 
the patent laws pursuant to title 35, 
U.S.C, concerning the issuance of 
patents and related actions including 
correcting errors in printed patents, 
refiling of patent applications, 
requesting reexamination of a patent, 
and requesting a reissue patent to 
correct an error in a patent. The affected 
public includes any individual or 
institution whose application for a 
patent has been allowed or who takes 
action as covered by the applicable 
rules. 

Comments are invited on; (1) Whether 
the collection of information is 
necessary for proper performance of the 
functions of the agency; (2) the accuracy 
of the agency's estimate of the burden; 
(3) ways to enhance the quality, utility, 
and clarity of the information to be 
collected; and (4) ways to minimize the 
burden of the collection of information 
to respondents, 



Interested persons are requested to 
send comments regarding these 
information collections, including 
suggestions for reducing this burden, to 
Robert J. Spar, Director, Office of Patent 
Legal Administration, United States 
Patent and Trademark Office, 
Washington, DC 20231, or to the Office 
of Information and Regulatory Affairs of 
OMB, New Executive Office Building, 
725 17th Street, NW., Room 10235, 
Washington, DC 20503, Attention: Desk 
Officer for the United States Patent and 
Trademark Office. 

Notwithstanding any other provision 
of law, no person is required to respond 
to nor shall a person be subject to a 
penalty for failure to comply with a 
collection of information subject to the 
requirements of the Paperwork 
Reduction Act unless that collection of 
information displays a currently valid 
OMB control number. 

List of Subjects in 37 CFR Part 1 

Administrative practice and 
procedure, Courts, Freedom of 
Information, Inventions and patents, 
Reporting and record keeping 
requirements, Small businesses. 

For the reasons set forth in the 
preamble, 37 CFR part 1 is proposed to 
be amended as follows: 

PART 1— RULES OF PRACTICE IN 
PATENT CASES 

1. The authority citation for 37 CFR 
part 1 continues to read as follows: 

Authority: 35 U.S.C. 2(b)(2). 

2. Section 1.78 is amended by revising 
paragraph (a) to read as follows: 

§ 1.78 Claiming benefit of earlier filing date 
and cross references to other applications. 

(a)(1) A nonprovisional application or 
international application designating 
the United States of America may claim 
an invention disclosed in one or more 
prior-filed copending nonprovisional 
applications or copending international 
applications designating the United 
States of America. In order for an 
application to claim the benefit of a 
prior-filed copending nonprovisional 
application or copending international 
application designating the United 
States of America, each prior 
application must name as an inventor at 
least one inventor named in the later- 
filed application and disclose the 
named inventor's invention claimed in 
at least one claim of the later-filed 
application in the manner provided by 
the first paragraph of 35 U.S.C. 112. In 
addition, each prior application must 
be: 

(i) An international application 
entitled to a filing date in accordance 
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with PCT Article 11 and designating the 
United States of America; or 

(ii) Complete as set forth in § 1.51(b); 

or 

(iii) Entitled to a filing date as set 
forth in § 1.53(b) or § 1.53(d) and 
include the basic filing fee set forth in 
§1.16; or 

(iv) Entitled to a filing date as set forth 
in § 1.53(b) and have paid therein the 
processing and retention fee set forth in 
§ 1.21(1) within the time period set forth 
in § 1.53(f). 

(2)(i) Except for a continued 
prosecution application filed under 
§ 1.53(d), any nonprovisional 
application or international application 
designating the United States of 
America claiming the benefit of one or 
more prior-filed copending 
nonprovisional applications or 
international applications designating 
the United States of America must 
contain or be amended to contain a 
reference to each such prior application, 
identifying it by application number 
(consisting of the series code and serial 
number) or international application 
number and international filing date 
and indicating the relationship of the 
applications. Cross references to other 
related applications may be made when 
appropriate (see § 1.14). 

(ii) This reference must be submitted 
during the pendency of the later-filed 
application. If the later-filed application 
is an application filed under 35 U.S.C. 
111(a), this reference must also be 
submitted during the pendency of the 
later-filed application and within the 
later of four months from the actual 
filing date of the later-filed application 
or sixteen months from the filing date of 
the prior application. If the later- filed 
application is a nonprovisional 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, 
this reference must also be submitted 
during the pendency of the later-filed 
application and within the later of four 
months from the date on which the 
national stage commenced under 35 
U.S.C. 371(b) or (f) or sixteen months 
from the filing date of the prior 
application. These time periods are not 
extendable. Except as provided in 
paragraph (a)(3) of this section, the 
failure to timely submit the reference 
required by 35 U.S.C. 120 and paragraph 
(a)(2)(i) of this section is considered a 
waiver of any benefit under 35 U.S.C. 
120, 121, or 365(c) to such prior 
application. The time periods set forth 
in this paragraph do not apply to an 
application for a design patent. 

fiii) If the later- filed application is a 
nonprovisional application, the 
reference required by this paragraph 



must be included in an application data 
sheet (§ 1.76) or the specification must 
contain or be amended to contain such 
reference in the first sentence following 
the title. 

(iv) The request for a continued 
prosecution application under § 1.53(d) 
is the specific reference required by 35 
U.S.C. 120 to the prior application. The 
identification of an application by 
application number under this section is 
the identification of every application 
assigned that application number 
necessary for a specific reference 
required by 35 U.S.C. 120 to every such 
application assigned that application 
number. 

(3) If the reference required by 35 
U.S.C. 120 and paragraph (a)(2) of this 
section is presented in an application 
after the time period provided by 
paragraph (a)(2)(ii) of this section, the 
claim under 35 U.S.C. 120, 121, or 
365(c) for the benefit of a prior- filed 
copending nonprovisional application 
or international application designating 
the United States of America may be 
accepted if the reference identifying the 
prior application by application number 
or international application number and 
international filing date was 
unintentionally delayed. A petition to 
accept an unintentionally delayed claim 
under 35 U.S.C. 120, 121, or 365(c) for 
the benefit of a prior-filed application 
must be accompanied by: 

(i) The surcharge set forth in § 1.17(t); 
and 

(ii) A statement that the entire delay 
between the date the claim was due 
under paragraph (a)(2)(ii) of this section 
and the date the claim was filed was 
unintentional. The Commissioner may 
require additional information where 
there is a question whether the delay 
was unintentional. 

(4) A nonprovisional application 
other than for a design patent or an 
international application designating 
the United States of America may claim 
an invention disclosed in one or more 
prior-filed provisional applications. In 
order for an application to claim the 
benefit of one or more prior-filed 
provisional applications, each prior 
provisional application must name as an 
inventor at least one inventor named in 
the later-filed application and disclose 
the named inventor's invention claimed 
in at least one claim of the later-filed 
application in the manner provided by 
the first paragraph of 35 U.S.C. 112. In 
addition, each prior provisional 
application must be entitled to a filing 
date as set forth in § 1.53(c), and the 
basic filing fee set forth in § 1.16(k) must 
be paid within the time period set forth 
in § 1.53(g). 



(5)(i) Any nonprovisional application 
or international application designating 
the United States of America claiming 
the benefit of one or more prior-filed 
provisional applications must contain or 
be amended to contain a reference to 
each such prior provisional application, 
identifying it by the provisional 
application number (consisting of series 
code and serial number). 

(ii) This reference must be submitted 
during the pendency of the later-filed 
application. If the later-filed application 
is an application filed under 35 U.S.C. 
111(a), this reference must also be 
submitted within the later of four 
months from the actual filing date of the 
later-filed application or sixteen months 
from the filing date of the prior 
provisional application. If the later-filed 
application is a nonprovisional 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, 
this reference must also be submitted 
and within the later of four months from 
the date on which the national stage 
commenced under 35 U.S.C. 371(b) or 
(f) or sixteen months from the filing date 
of the prior provisional application. 
These time periods are not extendable. 
Except as provided in paragraph (a)(6) 
of this section, the failure to timely 
submit the reference is considered a 
waiver of any benefit under 35 U.S.C. 
119(e) to such prior provisional 
application. 

(iii) If the later-filed application is a 
nonprovisional application, the 
reference required by this paragraph 
must be included in an application data 
sheet (§ 1.76) or the specification must 
contain or be amended to contain such 
reference in the first sentence following 
the title. 

(iv) If the provisional application was 
filed in a language other than English 
and an English-language translation of 
the provisional application and a 
statement that the translation is accurate 
were not previously filed in the 
provisional application or the 
nonprovisional application, applicant 
will be notified and given a period of 
time within which to file an English- 
language translation of the non-English- 
language provisional application and a 
statement that the translation is accurate 
to avoid abandonment of the 
nonprovisional application. 

(6) If the reference required by 35 
U.S.C. 119(e) and paragraph (a)(5) of 
this section is presented in an 
application after the time period 
provided by paragraph (a)(5) (ii) of this 
section, the claim under 35 U.S.C. 
119(e) for the benefit of a prior-filed 
provisional application may be accepted 
during the pendency of the later-filed 
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application if the reference identifying 
the prior application by provisional 
application number was unintentionally 
delayed. A petition to accept an 
unintentionally delayed claim under 35 
U.S.C. 119(e) for the benefit of a prior- 
filed provisional application must be 
accompanied by: 

(1) The surcharge set forth in § 1.17(t); 
and 

(ii) A statement that the entire delay 
between the date the claim was due 
under paragraph (a)(5)(h) of this section 
and the date the claim was filed was 
unintentional, The Commissioner may 
require additional information where 
there is a question whether the delay 
was unintentional. 
***** 

3. Section 1.311 is amended by 
revising paragraph (a) to read as follows: 

§ 1 .31 1 Notice of allowance. 

(a) If, on examination, it appears that 
the applicant is entitled to a patent 
under the law, a notice of allowance 
will be sent to the applicant at the 
correspondence address indicated in 
§ 1.33. The notice of allowance shall 
specify a sum constituting the issue fee 
which must be paid within three 
months from the date of mailing of the 
notice of allowance to avoid 
abandonment of the application. The 
sum specified in the notice of allowance 
may also include the publication fee, in 
which case the issue fee and publication 
fee (§ 1.211(e)) must both be paid within 
three months from the date of mailing 
of the notice of allowance to avoid 
abandonment of the application. This 
three-month period is not extendable. 
***** 

4. Section 1.434 is amended by 
revising paragraph (d)(2) to read as 
follows: 

§1.434 The request. 

***** 

(d) * * * 

(2) A reference to any prior-filed 
national application or international 
application designating the United 
States of America, if the benefit of the 
filing date for the prior-filed application 
is to be claimed. 

5. Section 1.491 is revised to read as 
follows: 

§ 1.491 National stage commencement and 
entry. 

(a) Subject to 35 U.S.C. 371(f), the 
national stage shall commence with the 
expiration of the applicable time limit 
under PCT Article 22(1) or (2), or under 
PCT Article 39(l)(a). 

(b) An international application enters 
the national stage when the applicant 
has filed the documents and fees 



required by 35 U.S.C. 371(c) within the 
period set in § 1.494 or § 1.495. 

Dated: August 29, 2001. 
Nicholas P. Godici, 

Acting Under Secretary of Commerce for 
Intellectual Property and Acting Director of 
the United States Patent and Trademark 
Office. 

[FR Doc. 01-22273 Filed 9^-01; 8:45 am] 
BILLING CODE 3510-1&-P 



ENVIRONMENTAL PROTECTION 
AGENCY 

40 CFR Part 52 
[MD078-3078b; FRL 7049-4] 

Approval and Promulgation of Air 
Quality Implementation Plans; 
Maryland; Control of VOC Emissions 
From Marine Vessel Coating 
Operations 

AGENCY: Environmental Protection 
Agency (EPA). 
action: Proposed rule, 

SUMMARY: EPA is proposing to approve 
a revision to the Maryland State 
Implementation Plan (SIP) revision, The 
revision establishes and imposes 
reasonably available control technology 
to reduce volatile organic compound 
(VOC) emissions from marine vessel 
coating operations. In the "Rules and 
Regulations" section of this Federal 
Register, EPA is approving the State's 
SIP submittal as a direct final rule 
without prior proposal because the 
Agency views this as a noncontroversial 
submittal and anticipates no adverse 
comments. A detailed rationale for the 
approval is set forth in the direct final 
rule. If no adverse comments are 
received in response to this action, no 
further activity is contemplated. If EPA 
receives adverse comments, the direct 
final rule will be withdrawn and all 
public comments received will be 
addressed in a subsequent final rule 
based on this proposed rule. EPA will 
not institute a second comment period. 
Any parties interested in commenting 
on this action should do so at this time. 
DATES: Comments must be received in 
writing by October 5, 2001. 
ADDRESSES: Written comments should 
be addressed to Makeba Morris, Chief, 
Permits and Technical Assessment 
Branch, Mailcode 3AP11, U.S. 
Environmental Protection Agency, 
Region III, 1650 Arch Street, 
Philadelphia, Pennsylvania 19103, 
Copies of the documents relevant to this 
action are available for public 
inspection during normal business 
hours at the Air Protection Division, 



U.S. Environmental Protection Agency, 
Region III, 1650 Arch Street, 
Philadelphia, Pennsylvania 19103; and 
the Maryland Department of the 
Environment, 2500 Broening Highway, 
Baltimore, Maryland, 21224. 
FOR FURTHER INFORMATION CONTACT: 
Makeba Morris, (215) 814-2182, at the 
EPA Region III address above, or by e- 
mail at makeba.morris@epa.gov. Please 
note that while questions may be posed 
via telephone and e-mail, formal 
comments must be submitted, in 
writing, as indicated in the ADDRESSES 
section of this document. 
SUPPLEMENTARY INFORMATION: For 
further information, please see the 
information provided in the direct final 
action that is located in the "Rules and 
Regulations" section of this Federal 
Register publication. 

Dated: August 28, 2001. 
Thomas C. Voltaggio, 
Regional Administrator, Region III. 
[FR Doc. 01-22268 Filed 9-4-01; 8:45 am] 
BILLING CODE 6560-50-P 



ENVIRONMENTAL PROTECTION 
AGENCY 

40 CFR Part 180 
[OPP-301166; FRL-6799-6] 
RIN 2070-AC18 

Sulfuryl Fluoride; Proposed Pesticid 
Temporary Tolerances 

AGENCY: Environmental Protection 
Agency (EPA). 
ACTION: Proposed rule. 

summary: This document proposes to 
establish temporary tolerances for 
sulfuryl fluoride and inorganic fluoride 
residues resulting from application of 
sulfuryl fluoride in or on walnuts and 
raisins under the Federal Food, Drug, 
and Cosmetic Act, as amended by the 
Food Quality Protection Act of 1996. 
This fumigant is being proposed as a 
methyl bromide alternative in the post- 
harvest fumigation of stored walnuts 
and raisins. These temporary tolerances 
would support a proposed 3-year 
experimental use permit (EUP) effective 
between September 24, 2001 and 
September 24, 2004, conducted by Dow 
AgroSciences entirely in the state of 
California. The temporary tolerances 
will expire April 1, 2006. This will 
allow approximately 18 months after the 
end of the EUP, for all the treated 
commodities to clear commerce. 
DATES: Comments, identified by docket 
control number OPP-301166 must be 
received on or before October 5, 2001. 



